REMARKS 

Claims 1-13 are pending in this application, with Claims 1, 7, and 13 being 
independent. In this Amendment After Final Rejection, Claims 1-13 have been 
amended. 

The prior rejection of Claims 1, 5, 7 and 11 under 35 U.S.C. § 102(b) as 
allegedly anticipated by U.S. Patent No. 5,702,490 to Kneip, et al. (hereinafter " Kneip ") 
or, in the alternative, under 35 U.S.C. § 103(a) as allegedly being unpatentable over 
Kneip was maintained. The prior rejection of Claims 2-4, 6, 8-10, and 12-13 under 35 
U.S.C. § 103(a) as allegedly being unpatentable over Kneip was also maintained. 
Applicant respectfully traverses all art rejections. All amendments set forth herein are 
made for reasons of clarity with respect to the specification, and not for reasons relating 
to the statutory requirements for patentability. 

Reconsideration and withdrawal of the outstanding rejections is 
respectfully requested in view of the remarks set forth below. 

The Claimed Invention 

The presently claimed invention relates to methods for treating textiles and 
leathers to impart water resistance, including the steps of applying to the textile a 
composition comprising a silicone emulsion, where said silicone consists essentially of 
pre-cured silicone. The textile is then dried. 

The presently claimed invention wherein a silicone emulsion consisting 
essentially of pre-cured silicone is applied to the surface of a textile or leather has the 
benefit of not causing discoloration or damaging the surface finish. Treatment methods 
using uncured silicone compounds do not offer these benefits, regardless of whether 
heat treatment is used for curing. (See specification, page 1, lines 21-25.) Applicant 
teaches away from the use of uncured/non-crosslinked silicone compounds. 
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U.S. Patent No. 5,702,490 to Kneip 

Kneip discloses a process for treating leathers/skins with carboxyl- 
containing polysiloxanes in an aqueous emulsion including emulsifiers, in order to 
impart water resistant properties in the leathers/skins. Kneip uses an emulsion 
containing polysiloxanes functionalized with side chains having spacer groups in the 
form of linear or branched alkylene groups having various substituents. It is disclosed 
at col. 2, lines 44-50, that the polysiloxanes are present as a mixture of different forms, 
including "chain polymers (generally main components of the mixtures), branched 
siloxanes, cyclic siloxanes and crosslinked siloxanes." 

Applicant submits that the compositions disclosed in Kneip do not disclose 
methods of treating textiles or leathers using compositions comprising silicone 
emulsions, where the silicone consists essentially of precured silicone. As set forth 
above, Kneip discloses that although some crosslinked siloxanes are present, the main 
components of the emulsion of polysiloxanes are chain polymers. Branched siloxanes 
and cyclic siloxanes are also present. The silicone emulsion compositions of Kneip 
therefore do not disclose use of a silicone emulsion where the silicone consists 
essentially of cured/crosslinked silicone. 

The Office Action insists that Applicant find a prior art teaching to show 
that "functionalized polysiloxanes encompass uncured/uncrosslinked siloxanes." 
However, this requirement is misplaced, because as Applicant set forth above, Kneip 
indicates that its functionalized polysiloxanes encompass uncured/uncrosslinked 
siloxanes in addition to some amount of crosslinked siloxanes, where the 
uncured/uncrosslinked chain polymers make up the main component of the 
polysiloxane emulsion. 

Nevertheless, Applicant submits that it was well known to those skilled in 
the art at the time the invention was made that chain polysiloxanes, "functionalized with 
carboxyl groups in a comb-like manner and in which the carboxyl groups are bonded to 
the polymer main chain via spacer groups" (See Kneip , col. 1, 55-57), encompasses 
polysiloxanes that are not precured or crosslinked. 
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"Functional groups" were addressed by IUPAC in its Guide to IUPAC 
Nomenclature of Organic Compounds in 1993, in which the following explanation was 
given: 

The prefixes and/or suffixes attached to a parent name 
specifying a particular molecular structure usually represent 
substituents of various types, which are considered to 
replace hydrogen atoms of a parent hydride or parent 
structure. It has been customary to regard such substituents 
as characteristic (or functional) when the link between the 
substituent and the parent is not a carbon-carbon bond, for 
example, -OH, =0, and -Nhfe, but many exceptions are 
recognized, such as -COOH and -C=N. (See Exhibit A.) 

Accordingly, the use of the term "functionalized" would be understood by one skilled in 
the art as merely referring to the fact that the polysiloxanes of Kneip are substituted with 
carboxyl groups along the main polymer chain. Functionalized polysiloxanes therefore 
encompasses any polysiloxane macromolecule having functional groups, which 
includes polysiloxanes that are not crosslinked or cured. 

"Crosslinking" is defined in the Glossary of Basic Terms in Polymer 
Science originally proposed by IUPAC in 1974, and revised in 1996, as a small region in 
a macromolecule from which at least four chains emanate, and formed by reactions 
involving sites or groups on existing macromolecules or by interactions between existing 
macromolecules. (See Exhibit B, definition 1.59.) Nothing about the description of the 
polysiloxanes used in Kneip would indicate to one skilled in the art that the silicone 
emulsion applied to leathers as described therein consists essentially of 
precured/crosslinked silicone. The Glossary of Basic Terms in Polymer Science defines 
the "comb polymers" of Kneip as a polymers composed of "comb macromolecules," 
which are macromolecules comprising a main chain with multiple trifunctionar'branch 
points" from each of which a linear "side chain" emanates. 1 (See Exhibit B, definition 
1 .52.) Kneip 's use of carboxyl functional groups bonded to the main polymer chain via 
spacer groups, which are "equivalent to the teeth of the comb molecule" (Kneip , col. 2, 
lines 4-5) would be understood by one skilled in the art as a disclosure that only three 

1 The Glossary indicates in definition 1.54 that "[a] branch point from which f linear chains emanate may 
be termed an f-functional branch point, e.g., five-functional branch point. Alternatively, the terms 
Afunctional, tetrafunctional, pentafunctional, etc. may be used, e.g., pentafunctional branch point." 
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chains emanate from the branch point at each "tooth" of the comb molecule. The chain 
polysiloxanes having comb-like carboxyl functional groups disclosed in Kneip would be 
understood by one skilled in the art as not constituting crosslinked polysiloxanes. 

Construction of "Consisting Essentially Of 

It is well-established in the case law that "the transitional phrase 
'consisting essentially of limits the scope of a claim to the specified materials or steps 
'and those that do not materially affect the basic and novel characteristic^) 1 of the 
claimed invention." M.P.E.P. § 211103, citing In re Herz, 537 F.2d 549, 551-2, 190 
USPQ 461 , 463 (CCPA 1976). "For the purposes of searching for and applying prior art 
under 35 U.S.C. §§ 102 and 103, absent a clear indication in the specification or claims 
of what the basic and novel characteristics actually are, 'consisting essentially of will be 
construed as equivalent to 'comprising. ,n M.P.E.P. § 21 1 1 .03, citing PPG Industries v. 
Guardian Industries, 156 F.3d 1351, 1354, 48 USPQ2d 1351, 1353-4 (Fed. Cir. 1998). 
"If an applicant contends that additional steps or materials in the prior art are excluded 
by the recitation of 'consisting essentially of/ applicant has the burden of showing that 
the introduction of additional steps or components would materially change the 
characteristics of applicant's invention." M.P.E.P. § 21 1 1 .03, citing In re De Lajarte, 337 
F.2d 870, 143 USPQ 256 (CCPA 1964). 

Applicant submits that it has met its burden of demonstrating that the 
claim language "consisting essentially of should be read to exclude addition of 
uncured/non-crosslinked silicone compounds, which are described in the specification 
as causing undesirable discoloration and/or damage to the surface finish, regardless of 
curing process. Methods, such as those disclosed in Kneip , that require the application 
of compositions including uncured silicone compounds to the textile being treated, 
materially change the characteristics of the invention. 
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CONCLUSION 



For at least the reasons set forth above, Applicant submits that Kneip 



does not disclose or suggest the claimed invention, and respectfully requests 
withdrawal of the outstanding rejections under 35 U.S.C. §§ 102(b) and 103(a). 
Applicant further submits that the presently claimed invention is allowable over the art of 
record, and respectfully requests prompt issuance of a notice thereof. 



Applicant's undersigned attorney may be reached in our Washington, D.C. 



office by telephone at (202) 625-3500. All correspondence should continue to be 
directed to our address given below. 



Patent Administrator 

KATTEN MUCHIN ZAVIS ROSENMAN 

525 West Monroe Street 

Suite 1600 

Chicago, Illinois 60661-3693 
Facsimile: (312)906-1021 



Respectfully submitted 




Dawn C. Hayes 
Registration No. 44,751 
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^te ^R-3.3 Functional Parent Compounds and Derived Substituent Groups 
^k R-3.4 Functional Replacement 




This HTML reproduction is as close as possible to the published version (see IUPAC, Commission on Nomenclature of Organic Chemistry. A Guide to IUPAC 
Nomenclature of Organic Compounds (Recommendations 1993), 1993, Blackwell Scientific publications, Copyright 1993 IUPAC]. If you need to cite these rules 
please quote this reference as their source. 



Published with permission of the IUPAC by Advanced Chemistry Development, Inc., 90 Adelaide Street West, Toronto, Ontario M5H 3V9, Canada, + 1(416)368- 
3435 tel. +1(416)368-5596 fax. 

For comments or suggestions please contact webmaster@acdlabs.com 




http://v^AnA/.acdlabs.com/iupac/nomenclature/93/r93_12.htm 



11/30/2004 



" R-3.0 INTRODUCTION (Characteristic (Functional) Groups) 



Page 1 of 1 



Characteristic (Functional) Groups 



R-3.0 Introduction ♦ 



The prefixes and/or suffixes attached to a parent name specifying a particular molecular structure 
usually represent substituents of various types, which are considered to replace hydrogen atoms of a 
parent hydride or parent structure. It has been customary to regard such substituents as characteristic 
(or functional) when the link between substituent and parent is not a carbon-carbon bond, for 
example, —OH, =0, and — NH2, but many exceptions are recognized, such as — COOH and -C=N. It 
seems appropriate at this time to retain the general view of functionality as implying the presence of 
heteroatoms and/or unsaturation, but it would not be helpful to attempt to define precisely the limits of 
application of the term. 

Carbon-carbon unsaturation in acyclic species is regarded as a special type of functionality and it is 
therefore treated here in Section R-3 rather then in Section R_2 (Parent Hydrides); however, its 
presence here (and that of hydrogenation of parent hydrides containing the maximum number of 
noncumulative double bonds) is anomalous in that for some purposes, for example, choice of parent, 
it can be regarded as part of the parent; but for others, such as numbering, it is treated like a 
substituent. 

Section R-3 also deals with functional parents, i.e., structures which are treated as parent structures, 
having substitutable hydrogen atoms, but which possess the characteristics normally associated with 
functionality [e.g., phosphonic acid HP(0)(0H)2]. 

Although, strictly speaking, ions and radicals do not fall within the concept of functionality, as 
described above, an ionic centre or a radical centre is treated like a function, and this treatment is also 
included, therefore, here in Section R-3. 

See Also: 

R-3.1 Unsaturation 

R-3.2 Specification of Characteristic Groups 

R-3. 3 Functional Parent Compounds and Derived Substituent Groups 
R-3.4 Functional Replacement 
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